THL'S OPI NI ON WAS NOT_ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 11

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte DANI EL GRAI VER and OSAMJ TANAKA

Appeal No. 95-0246
Application 07/990, 2621

ON BRI EF

Before WNTERS, JOHN D. SM TH and WARREN, Adnini strative Patent
Judges.

W NTERS, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

Thi s appeal was taken fromthe exam ner's decision rejecting
claims 1 through 13, 21 and 23, which are all of the clains

remai ning in the application.

1 Application for patent filed Decenber 11, 1992.
According to appellants, this application is a continuation of
Application 07/439, 751, filed Novenber 21, 1989, now abandoned;
which is a continuation of Application 07/128, 250, filed
Decenber 3, 1987, now abandoned; which is a division of
Appl i cation 06/809,090, filed Decenber 12, 1985, now abandoned.
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Claiml is representative:

1. A method for meking clear, stable, aqueous mcro-
enul si ons of pol ydi organosi | oxane whi ch conprises: sequentially
addi ng a precursor enul sion conprised of cyclopol ydi organo-
si |l oxane, surfactant, and water to a polynerization nmedi um
conprised of water and an effective anmount of a polynerization
catal yst while m xing wherein the rate of addition of the
precursor emnulsion is effective to forma clear, stable
m cr oenul si on whi ch has pol ydi or ganosi | oxane droplets of |ess
than 0.15 m cron average size, and which contains a surfactant to
pol ydi or ganosi | oxane weight ratio of 0.15 to 5.

The references relied on by the exam ner are:

Hyde et al. (Hyde) 2,891, 920 June 23, 1959
Findlay et al. (Findlay) 3,294, 725 Dec. 27, 1966

Al'l of the appealed clains stand rejected under 35 U. S. C
8 103 as unpatentable over the Findlay reference, considered
al one or in conbination wth Hyde.

DI SCUSSI ON

Initially, we observe that the subject matter of this appeal
was reviewed by another nerits panel of the Board of Patent
Appeal s and Interferences (Board) in parent application Seri al
No. 07/439,751. See Paper Nos. 12 and 14 of the parent file
(Appeal No. 91-3171). In the instant application, appellants
have added clainms 21 and 23, not previously considered by the
Board. Appellants further rely on factual evidence submtted in
this application but not previously before the Board.
Specifically, appellants rely on the Gee affidavit, filed under
the provisions of 37 CFR 8§ 1.132, executed Decenber 11, 1992, and
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on the Gee affidavit, filed under the provisions of 37 CFR
8§ 1.132, executed June 21, 1993.

In light of the new record, we have taken a step back and
re-evaluated the patentability of appellants' clainmed subject
matter over the cited prior art. On reflection, we agree with
appel lants that the rejections under 35 U S.C. § 103 are not
sustainable. W agree with the position and reasons succinctly
stated in appellants' Appeal Brief, and we add the follow ng
comments for enphasis only.

Nei ther the Findlay reference alone, nor Findlay in
conbi nation with Hyde, is sufficient to support a concl usion of
obvi ousness of clains 1 through 13, 21 and 23, requiring pre-
enmul sification and sequential addition "wherein the rate of
addition of the precursor enulsion is effective to forma clear,
stable mcroemul sion.” Accordingly, neither Findlay alone, nor
Fi ndl ay considered in conbination with Hyde, establishes a prim
faci e case of obviousness of the appeal ed cl ai ns.

Even assum ng arguendo that the exam ner had established a

prima facie case of obviousness, the objective evidence of non-

obvi ousness relied on by appellants is sufficient to rebut any

such prima facie case. Note particularly the Gee affidavit,

executed June 21, 1993, showing the criticality of sequentially

addi ng precursor emulsion to the polynerization nmedium Al so
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note the Gee affidavit, executed Decenber 11, 1992, reproducing
Exanpl e 14 of Findlay which the previous nerits panel |abeled
"the closest prior art."” The clained nethod produces a clear,
st abl e aqueous m croenul si on, whereas Findlay's Exanple 14 gives
rise to an emulsion which is "mlky white in appearance"” (Cee
af fidavit, executed Decenber 11, 1992, page 3).

The exam ner's decision is reversed.

REVERSED

SHERMAN D. W NTERS
Adm ni strative Patent Judge

JOHN D. SM TH
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

CHARLES F. WARREN
Adm ni strative Patent Judge
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